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EXAMINER'S ANSWER 


This is in response to the appeal brief filed 26 August 2005 appealing from the Office action 
mailed 22 November 2004. 


Application/Control Number: 09/655,252 
Art Unit: 3714 


Page 2 


(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief 

(2) Related Appeals and Interferences 

The following are the related appeals, interferences, and judicial proceedings known to 
the examiner which may be related to, directly affect or be directly affected by or have a bearing 
on the Board's decision in the pending appeal: 

See Appellant's Brief 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in 
the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
substantially correct. The changes are as follows: Claims 48-50, 54, 55, 59-63, 78-84, 92-97 & 
1 1 1-122 are rejected as obvious over Kelly et al in view of Deaton et al. Appellant has not 
Appealed the rejections under 35 USC §1 12 or the Double Patenting rejection. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
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(8) Evidence Relied Upon 


5,816,918 

Kelly et al. 

10-1998 

5,621,812 

Deaton et al. 

04-1997 

5,941,773 

Harlick 

08-1999 

5,934,671 

Harrison 

08-1999 

5,788,573 

Baerlocher et al. 

08-1998 

5,158,293 

Mullins 

10-1992 

5,761,647 

Boushy 

06-1998 


(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 53 & 86 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, cannot, by definition, be enabling for dispensing a ticket for a predetermined non- 
winning outcome. By definition, if a prize (i.e., a ticket) is dispensed, then the outcome is a 
winning outcome. It may be that the value of the prize is less than other prizes, but the player 
still wins a prize. Furthermore, since the ticket is dispensed in response to the occurrence of a 
predetermined game outcome, the ticket is by definition a gaming award. Thus claims 53 & 86 
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contradict the limitation in the corresponding independent claims that requires the ticket not to be 
a gaming award. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 53 & 86 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. As pointed out immediately above, the claim has a limitation that 
directly contradicts a limitation in the independent claims. Examiner cannot determine the 
meaning of the claims and therefore cannot apply art to the claims. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 48-50, 54, 55, 59-63, 78-84, 92-97 & 1 1 1-122 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Kelly et al. (US Patent Number 5,816,918) in view of Deaton et al. 
(US Patent Number 5,621,812). 

Claims 48, 84: Kelly teaches a gaming device (10) with a currency receiver (14) being 
adapted to receive at least one medium of currency and a display device (56) being 
adapted to display indicia corresponding to an outcome of a wagering game (i.e., poker, 
blackjack, solitaire - Col 1, 28-29). The outcome of an occurrence of the wagering game 
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is at least partially randomly determined. There is a first output device (20) adapted to 
dispense a gaming award based on the occurrence of a predetermined winning outcome 
during the occurrence of the wagering game after depositing at least a minimum amount 
of the at least one medium of currency in the currency receiver (Abstract). There is a 
second output device (22) being adapted to dispense a ticket after the occurrence of a 
triggering event. The ticket might be a promotional coupon that can encourage the player 
to return to the current gaming location in the future. (Col 8, 61-63) The ticket is 
referred to as a prize, however, and may be considered to be a gaming award. 

Deaton teaches a device for providing a ticket to a patron to reward frequent 
customers or to encourage infrequent customers to become frequent customers. Deaton 
discloses issuing coupons base on the customer's history of shopping with the 
establishment and not as a gaming award. Deaton' s triggering event is not the occurrence 
of a predetermined winning outcome of a wagering game or the cumulative result of a 
plurality of outcomes. Deaton does not award a coupon for every transaction. Deaton 
makes it clear that the coupons are awarded based on the customer's history of shopping 
in the establishment. (Figs 17A & B) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified Kelly in view of Deaton to issue tickets that are not a gaming 
award upon the occurrence of a triggering event that is not the occurrence of a 
predetermined winning outcome of a wagering game or the cumulative result of a 
plurality of outcomes or every transaction (i.e., every occurrence of the wagering game) 
in order to encourage the player to return to the current gaming location in the future. 
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Claim 49: Kelly teaches that the system may be applied to slot machines. (Col 3, 44) 
Slot machines have at least one reel display. 

Claim 50: Kelly's Fig 2 clearly shows that display device (56) is a video display. 
Claims 54, 55, 87 & 88: Deaton teaches that the triggering event is based on the 
customer's history of shopping in an establishment. (Figs 17A & B) This includes 
frequency of shopping (which corresponds to a predetermined number of non-winning 
outcomes) and frequency of shopping within a period of time (corresponding to a 
predetermined number of non-winning outcomes in a certain time period). 
Claims 59, 92, 93: Kelly teaches the use of smart cards and user validation/verification. 
(Col 6, 46-56) This is equivalent to a user-tracking card. 
Claims 60, 94: Kelly teaches the tickets dispensed by the output device may be 
promotional tickets. (Col 8, 61-63) Deaton also teaches promotional tickets (coupons). 
Claims 61, 95: Kelly teaches the tickets dispensed by the second output device may be 
redeemable for one occurrence of the wagering game. (Col 8, 60) 
Claims 62, 96: Kelly teaches that prizes are "any merchandise, souvenir, food item, or 
other physical goods or services which can be offered to players". (Col 8, 55-56) Kelly 
specifically teaches that a free game is a prize. (Col 8, 60) An occurrence of a second 
wagering game on a second gaming device is a service that can be offered to players. 
Therefore, Kelly teaches the tickets dispensed by the second output device may be 
redeemable for one occurrence of a second wagering game on a second gaming device. 
Claims 63, 97: Kelly teaches that prizes are "any merchandise, souvenir, food item, or 
other physical goods or services which can be offered to players". (Col 8, 55-56) Thus, 
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the tickets dispensed by the second output device are redeemable for services provided by 
a gaming establishment. 

Claims 78, 111: Kelly teaches that the tickets are redeemable for prizes. Thus, the 
tickets are different in form from the gaming award. Furthermore, Kelly teaches that the 
game award may take the form of cash issued by the machine. (Col 8, 7-9) This is 
different in form than the tickets issued. 

Claim 79: The first output device comprises a printer. (Col 10, 30-35) 
Claims 80, 112: Fig 2 shows the printer prints indicia corresponding to at least one of a 
plurality of signals generated at a location remote from the gaming device. In this case, 
the printer (50) is remote from the game device (10). 

Claims 81, 113: The plurality of signals are generated by a gaming establishment. The 
game machine (10) generates the signals and it belongs to a gaming establishment. 
Claims 82, 83, 114, 115: Kelly teaches the plurality of signals are generated in direct 
response to operator input ~ operation of the "Collect Prize" button (286) by the player. 
Claim 116: Kelly teaches providing a player with an opportunity to place a wager and to 
play the wagering game at the wagering device, wherein the outcome of each occurrence 
of the wagering game is at least partially randomly determined. (Abstract) Kelly teaches 
accumulating points for the player as the player plays the wagering game and displaying 
a visible indication (125) of the player's accumulated points at the gaming device and 
providing the player with the opportunity to redeem at least a portion of the accumulated 
points at the gaming device via an input device. (Abstract) Kelly also teaches that the 
gaming device may be used for promotional uses - i.e., comps. (Col 6, 61-63) In that 
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situation, the points accumulated by the player would be comp points. Deaton also 
teaches awarding comps (i.e., discount coupons) based on the frequency of visits by a 
patron. These comp points are independent of the outcome of the randomly determined 
wagering game or by skill of the player. Deaton teaches that this helps increase the 
frequency of customer visits, thus increasing profits. (Col 64, 39 - Col 67, 30) It would 
have been obvious to one of ordinary skill in the art at the time of the invention to have 
modified Kelly in view of Deaton to award comp points that are not determined by the 
outcome of the randomly determined wagering game or by skill of the player in order to 
increase the frequency of customer visits, thus increasing profits. 
Claims 117, 121: Kelly teaches displaying at least one redemption option to a player at 
the gaming device. (Fig 6b) 

Claim 118: Fig 6b shows highlighting one of the prizes and checking a box. This is 
changing the display of the at least one redemption option of the gaming device. 
Claim 119: A player has to provide input in order to play the game and accumulate 
comp points. Thus player input at the gaming device is required prior to displaying the 
player's accumulated comp points. 

Claim 120: In order to redeem points, the player must provide input to make a selection 
of the prize. (Fig 6b) 

Claim 122: Kelly teaches printing tickets redeemable for goods and services. (Col 8, 
55-56) 
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7. Claims 57, 58, 90 & 91 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kelly and Deaton as applied to claim 48 or 84 above, and further in view of Harlick (US Patent 
Number 5,941,773). 

Claims 57, 58, 90 & 91: Kelly and Deaton teach the invention substantially as claimed 
but do not teach the triggering event being a randomly determined occurrence of a 
wagering game or a randomly determined time. Harlick teaches awarding a bonus based 
on a randomly determined occurrence of a wagering game (Fig 2) or a randomly 
determined time (Fig 3). Harlick teaches that this scheme will induce players to play the 
games. (Col 1,9-10) It would have been obvious to one of ordinary skill in the art at the 
time of the invention to have modified Kelly and Deaton the triggering event be a 
randomly determined occurrence of a wagering game or a randomly determined time in 
order to induce players to play the game. 

8. Claims 64, 98 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kelly and 
Deaton as applied to claim 48, 84 above, and further in view of Harrison (US Patent Number 
5,934,671). 

Claims 64, 98: Kelly and Deaton teach the invention substantially as claimed but do not 
teach the award of scratch-off tickets. Harrison teaches scratch-off tickets. Scratch-off 
tickets are well known to the art and are often used as promotional tickets. Having a 
scratch-off ticket prolongs the player interest in the game because it adds another step to 
the game. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have issued Kelly's and Deaton' s promotional tickets in the form of 
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Harrison's scratch-off ticket in order to prolong the player interest in the game by adding 
another step to the game. 

9. Claims 65, 66, 99 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kelly 
and Deaton as applied to claim 48 above, and further in view of Baerlocher et al. (US Patent 
number 5,788,573). 

Claims 65, 66, 99: Kelly and Deaton teach the invention substantially as claimed, but do 
not teach a secondary gaming unit with a wheel to display randomly generated indicia 
and a gaming award dispensed upon occurrence of a winning secondary outcome. 
Baerlocher teaches use of a secondary gaming unit in the form of a wheel to display 
randomly generated indicia and a gaming award dispensed upon occurrence of a winning 
secondary outcome. (Fig 4) Bonus games are well known to the art and are known to 
attract players. It would have been obvious to one of ordinary skill in the art to have 
modified Kelly and Deaton in view of Baerlocher to have a secondary display in the form 
of a wheel to display randomly generated indicia and a gaming award dispensed upon 
occurrence of a winning secondary outcome in order to provide a bonus game that 
attracts players. 

10. Claims 67-77, 100-1 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kelly and Deaton as applied to claim 48 above, and further in view of Mullins (US Patent 
Number 5,158,293). 

Claims 67-70, 100-103: Kelly and Deaton teach the invention substantially as claimed. 
Kelly teaches dispensing a ticket that can be redeemed for prizes. Kelly teaches that 
prizes are "any merchandise, souvenir, food item, or other physical goods or services 
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which can be offered to players". (Col 8, 55-56) Kelly also teaches that tickets may be 
redeemed for a free game. (Col 8, 60) Kelly does not, however, specifically teach that 
the ticket may also be redeemed for an entry in a drawing, though such a ticket would be 
within Kelly's definition of a prize. Mullins teaches a lottery ticket that may be used in a 
drawing. Lotteries are extremely popular with both players and casinos. Players find 
lotteries exciting for the same reason casinos like them — lotteries can offer large prizes. 
However, some players prefer a certain payout since lotteries have such poor odds of 
winning. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified Kelly and Deaton in view of Mullins to dispense tickets be 
redeemable for one occurrence of the wagering game and entries in a drawing in order to 
take advantage of the popularity of lotteries while, at the same time giving the player a 
certain payout in the form of a free game. 

Claims 71, 74, 104: Mullins teaches an embodiment with means for receiving a player's 
selection of at least one indicia from a predetermined set of indicia for the drawing. (Col 
5, 12-15) 

Claims 72, 105: Mullins teaches randomly selecting the indicia. (Col 3, 59-61) The 
indicia are randomly assigned to the user, therefore the gaming unit selects the indicia. 
Claims 73, 106: Mullins teaches that the indicia are numbers. (Col 3, 59-61) 
Claims 75, 108: Mullins teaches allowing the player to choose indicia for a drawing- 
type lottery. (Col 5, 12-15) Mullins is silent concerning how these indicia are entered 
into the device. Keypads are well-known devices for data entry. Kelly teaches a 
keyboard input device. (Col 7, 4-9) A keyboard is a keypad. 


Application/Control Number: 09/655,252 Page 12 

Art Unit: 3714 

Claims 76, 109: Kelly teaches a touch screen input device. (Col 7, 7) 
Claims 77, 110: Mullins teaches that the indicia are numbers. (Fig 5) 
1 1 . Claims 123-126 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kelly and 
Deaton as applied to claim 1 16 above, and further in view of Boushy (US Patent Number 
5,761,647). 

Claims 123-126: Kelly and Deaton teach the invention substantially as claimed. Kelly 
teaches allowing the player to accumulate comp points, but does not go into the details. 
Boushy teaches accumulating a plurality of comp values according to different comp 
criteria. (Col 5, 16-19) The comp values have corresponding comp awards. (I.e., The 
player gets more points for certain activities.) The player may continue to accumulate 
points even after the player has reached a comp value level that qualifies for an award. 

All activities that are eligible for "comping" get an award of comp points for the 
player. As pointed out at Boushy' s Col 5, 16-19, some activities earn a larger award than 
others. Whenever a player participates in any of these activities, the player receives 
comp points - even if the player has already had an award of comp points. 

"Comping" is well known to the art. It is a method of attracting repeat players 
and for awarding players non-monetary awards — both of which increase casino profits. 
It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have taken Kelly's suggestion of awarding comps and fleshed it out using Boushy' s 
disclosure in order to have a complete comping system that attracts repeat players and for 
awards players non-monetary awards, thus increasing casino profits. 
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Double Patenting 

12. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

13 . Claims 48-50, 53-55, 57-88 & 90-126 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over claims 1-48 of 
copending Application No. 10/353,689. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because they both claims a wagering game that 
dispenses tickets based on the same criteria. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

(10) Response to Argument 
Background 

It is well known in the art to give "comps" to casino patrons. Comps are given in an 
attempt to foster customer loyalty. They take the form of free drinks, free meals, reduced prices 
on lodging or entertainment, etc. Comps are not gaming awards - they are not given in response 
to achieving a winning outcome. Instead, they are often given to customers who gamble at a 
certain level or who come to a casino at a certain frequency. The more a player gambles and the 
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more often a player visits the casino, the more "comp points" are awarded to the player. When 
the "comp points" reach a certain threshold, the player is "comped" - i.e., given the free drink, 
free meal, etc.. "Comping" was well known at the time of the invention. 

Appellant's invention is merely a slot machine (or other gaming device) that prints out a 
ticket for comps. 
Arguments 
(1) & (6) 

Appellant argues that one of ordinary skill in the art would not have looked to Deaton for 
suggestions to issue tickets as non-gaming awards. 

Kelly teaches comping - the issuing of promotional tickets to encourage future visits by 
the patron. (Col 8, 61-63) However, the promotional ticket is called a prize. Thus, the 
promotional ticket may be a gaming award. 

Be that as it may, Kelly suggests issuing promotional tickets in a desire to encourage 
future visit by the patron. To achieve this end, Kelly suggests printing tickets for the sort of 
"prizes" normally associated with comps - free beer. 

Deaton is concerned with the same problem - encouraging customer loyalty. Deaton is 
exactly analogous to the casino comps programs that were in existence at the time of the 
invention. Deaton essentially awards comp points to a patron each time he makes a purchase. 
Deaton checks the spending levels and frequency of visits of a patron (i.e., the comp points) and 
awards discount coupons based thereon. (Figs 17A & B) Deaton, however, discloses use of the 
comping system in a retail environment. 

Deaton' s system has the same purpose as a casino comps program - fostering customer 
loyalty. Deaton' s system function in the same manner as a casino comps program - it essentially 
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awards points based on the level of spending and the frequency of visits and issues discounts 
when these points reach an appropriate level. But because it does not mention a casino, 
Appellant argues that one of ordinary skill in the art would not be motivated to look at Deaton 
for suggestions on how to foster customer loyalty. That is the crux of the Appellant's argument. 

Needless to say, the Examiner disagrees. Function is more important than intended use. 
Deaton' s purpose and function are precisely analogous to the purpose and function of the well- 
known casino comping system. Therefore, one of ordinary skill in the art would be motivated to 
look to Deaton for suggestions for improving customer loyalty. 

Kelly teaches the desirability of issuing promotional tickets to foster customer loyalty. 
Deaton suggests issuing promotional tickets to those who spend at a certain level or visit at a 
certain frequency in order to improve customer loyalty. Clearly, such a combination is proper. 

Appellant argues that Kelly teaches away from issuing promotional tickets as non- 
gaming awards. This is not the case. Even if Appellant is correct that all of Kelly's promotional 
tickets are gaming awards, then Kelly is silent on non-gaming awards. Kelly is, however, 
explicit in its teaching of the desirability to issue promotional tickets in an effort to foster 
customer loyalty. 

Appellant argues that Examiner has failed to identify a proper suggestion to combine the 
references. Examiner disagrees. As pointed out above, Kelly teaches the desirability of 
fostering customer loyalty. Deaton teaches a system for fostering customer loyalty. Surely, this 
is ample motivation to combine the references. Furthermore, Deaton uses the same criteria for 
determining when to issue promotional tickets as the casinos have long used, thus reinforcing the 
suggestion to apply Deaton' s invention in a casino environment. 
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Appellant argues that Examiner uses impermissible hindsight to find a suggestion to 
combine the references. As demonstrated above, this is not the case. 
(2) -(6) 

Appellant's arguments under subheads 2-5 amount to a denial that the additional 
references cure the supposed flaw in the base rejection. Furthermore, Appellant fails to present 
any arguments that these claims are separately patentable. Thus, all claims discussed in these 
sections stand and fall with claim 48. 
(7) 

Appellant fails to present any arguments that these claims are separately patentable. 
Thus, claims 123-126 stand and fall with claim 48. 

No decision rendered by a court or the Board is identified by the examiner in the Related 
Appeals and Interferences section of this examiner's answer. 
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For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted: 
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